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DETAILED ACTION 
Claims 46-86 are pending. Claims 70, 74-80, and 82-85 are withdrawn from 
consideration as being drawn to non-elected invention. Claims 49-69, 71-73, and 81 are 
withdrawn from consideration as being drawn to a non-elected species. Claims 46-48 and 86 
are under consideration in the instant office action. Receipt and consideration of Applicants' 
IDS (submitted 8/20/2003) and remarks/arguments submitted on November 27, 2006 is 
acknowledged. 

Election/Restrictions 

Applicant's election of Group I (claims 46-69, 71-73, 81, and 86) in the reply filed on 
November 27, 2006 is acknowledged. Because applicant did not distinctly and specifically point 
out the supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

Priority 

Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 1 19(a)-(d). The certified copies of GB 9524242.6 and GB 961 1437.6 have been filed in 
parent Application Nos. 09/000,258 (now U.S. Patent No. 6,322,895), 09/964,361 (now U.S. 
Patent No. 6,666,214), and PCT/GB96/01863), filed on 01/30/1998, 09/28/2001, and 
08/01/1996, respectively. 

Acknowledgment is made of applicant's claim for foreign priority based on an application 
filed in the United Kingdom on August 3, 1995. It is noted, however, that applicant has not filed 
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a certified copy of the GB 9515956.3 application as required by 35 U.S.C. 119(b). The 
Examiner has reviewed the parent applications and priority document, GB 9515956.3, filed 
August 3, 1995 in the United Kingdom was not in any of the parent files. The Examiner 
respectfully requests that Applicants resubmit a certified copy of this priority document. 

Specification 

The disclosure is objected to because of the following informalities: (1) the word "time" 
is misspelled as "tim" on page 10, line 1 of the specification; (2) on page 13, line 32 the word 
"intentionally" is misspelled as "int ntionally"; and (3) the definite article "the" on page 21, line 
1, 6 lh word is misspelled as "th." 

Appropriate correction is required. 

The lengthy specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 

The use of the trademark THERMCO® ([0091]) has been noted in this application. It 
should be capitalized wherever it appears and be accompanied by the generic terminology. 

Although the use of trademarks is permissible in patent applications, the proprietary 
nature of the marks should be respected and every effort made to prevent their use in any manner 
that might adversely affect their validity as trademarks. 



Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

The claimed invention lacks patentable utility. 

Claims 46-48 and 86 are rejected under 35 U.S.C. 101 because the claimed invention 
is not supported by either a specific or substantial asserted utility or a well-established 
utility. 

Applicants are claiming a method of implantation comprising the step of implanting a 
sample of resorbable silicon into a living animal or human. Applicants' specification lacks 
description of a method of implantation and no specific and substantial utility for the claimed 
method is stated in the instant specification. In paragraph [0061], Applicants speculate that 
mesoporous silicon, which exhibits resorbable properties, might function as a source of soluble 
silicon that could produce a locally saturated silicon solution and hence the promotion of apatite 
deposition. The statement in [0061] is not an assertion of a specific and substantial utility, but 
merely a guess regarding a possible future use. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 46-48 and 86 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter, 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
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claimed invention. The instant specification does not describe any method of implantation of a 
sample of resorbable silicon into a living animal or human. It is noted that the specification 
states that bioactive materials may be considered to be any material that is suitable for 
implantation ([0003]). The doping of calcium into silicon via "ion implantation" is briefly 
described in [0070], however, this is unrelated to the implantation of resorbable silicon into a 
living human or animal. In paragraph [0088] of the specification, it is written, "The process of 
enhanced mineral deposition may be beneficial in the coating of silicon based integrated circuits 
prior to their implantation in the body; 55 however this does not constitute an adequate description 
of a method of implantation of resorbable silicon in a living human or animal to demonstrate 
possession of the claimed method of implantation. In paragraph [0096] Applicants 5 suggest that 
"surgical implants" could be coated with polysilicon in order to increase adhesion to bone. This 
statement fails to provide adequate description and guidance of the claimed method of 
implantation of resorbable silicon into a living animal or human to demonstrate possession of the 
claimed method of implantation. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

Claim 86 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 86 is vague and indefinite because it is unclear how resorbable silicon can 
simultaneously be amorphous, polycrystalline, and crystalline. 
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Claim 86 is vague and indefinite because "resorbable silicon" is a specific single species; 
therefore the use of comprising language in reference to resorbable silicon is confusing. 



Claim Rejections - 35 USC §102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 46-48 and 86 are rejected under 35 U.S.C 102(b) as being anticipated by 
Wolfrom et al. (U.S. Patent No. 4,326,523). 

Applicants claim a method implantation comprising the step of implanting a sample of 
resorbable silicon into a living animal or human (claim 46), wherein the resorbable silicon 
comprises a region of porous silicon that dissolves over a period of time in a simulated body 
fluid (claim 47) or which forms part of a bioactive silicon structure (claim 48), wherein the 
resorbable silicon comprises one or more of amorphous silicon, polycrystalline silicon, and 
crystalline silicon (claim 86). 
Wolfrom discloses in claim 1 : 

1. A method of supplying a micronutrient to meat- 
producing animals comprising formulating the micro- 
nutrient in a slow release, absorbable pellet in combina- 
tion with a biocompatible, absorbable carrier, and sub- 
cutaneously implanting said pellet in a meat-producing 
animal to thereby slowly release said micronutrient 
directly into the animal's circulatory system as said 
pellet is absorbed, said micronutrient being selected 
from Ihe group consisting of suitable compositions con- 
taining iron, copper, selenium, zinc, manganese, iodine, 
cobalt, molybdenum, chromium, silicon, biotin, vitamin 
E and vitamin B]2, and said absorbable carrier being 
selected from the group consisting of lactose, fibrin, 



methylcellulose, collagen, cholesterol, carbowax, bees- 
wax, dibutylphthalate (DBP), polyvinylpyrolidone 
(PVP), zinc stearate, polyactides including a-hydroxy- 
propionic acid, polyethylene glycol (PEG), sugar- 
starch combinations and suitable combinations of the 
above. 



The silicon formulated in Wolfram's invented pellets is inherently resorbable silicon, 
because it is released and absorbed into the animals' circulatory system. Resorbable silicon is 
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inherently porous, as evidenced by Applicants' remarks in the preliminary amendments 
submitted on August 20, 2003. The silicon in Wolfram's pellets inherently forms part of a 
bioactive silicon structure, per Applicants' definition on page 1, lines 10-12 that a bioactive 
material is any that elicits a specific biological response that results in the formation of a bond 
between living tissue and that material. The specification does not specify what kind of bond is 
required for a material to be considered bioactive. The dissolution process inherently results in 
the formation of hydrogen bonds and other intermolecular interactions between the absorbable 
silicon and the surrounding tissue. The different morphologies recited in claim 86 cover the 
gambit of all possible morphologies for a solid substance (e.g. amorphous and crystalline), 
therefore the silicon in Wolfram's invented pellets inherently meets this limitation. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 
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Claims 46, 48, and 86 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-3 and 6 of U.S. Patent No. 6,666,214 
(USPN '214). Although the conflicting claims are not identical, they are not patentably distinct 
from each other because they are mutually obvious. Independent claim 46 of the instant 
application claims a method implantation comprising the step of implanting a sample of 
resorbable silicon into a living animal or human. Independent claim 1 of USPN '214 claims a 
method of implantation comprising the step of implanting an electronic device within a living 
human or animal body, wherein the device includes bioactive silicon. The term bioactive silicon 
reads on resorbable silicon per Applicants' definition. The remaining limitations of the 
dependent claims of the instant application are taught by the cited dependent claims of USPN 
'214 (e.g. polycrystalline silicon as claimed in claim 86 is taught in claim 6 of USPN '214). 
Therefore, the Examiner concludes that a person of ordinary skill in the art at the time of the 
instant invention would have found claims 46, 48, and 86 prima facie obvious over claims 1-3 
and 6 of USPN '214. 

Claims 46 and 49 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 91-92 of copending 
Application No. 11/159,340 (copending '340). Although the conflicting claims are not 
identical, they are not patentably distinct from each other because they are substantially 
overlapping in scope and mutually obvious. Independent claim 46 of the instant application 
claims a method implantation comprising the step of implanting a sample of resorbable silicon 
into a living animal or human. Independent claim 91 of copending '340 claims a method of 
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treating an animal or human by (a) implanting into the human or animal a sample of porous 
silicon, and (b) allowing the tissue growth on the surface of the porous silicon, or allowing the 
porous silicon to corrode. The corrosion of porous silicon reads on resorbable silicon. The 
additional step, step (b), recited in claim 91 of copending '340 would obviously occur to the 
resorbable silicon implanted using the method of the instant application after implantation, 
because resorbable silicon would be expected to corrode (i.e. dissolve). Therefore, the Examiner 
concludes that a person of ordinary skill in the art at the time of the instant invention would have 
found claims 46 and 49 prima facie obvious over claims 91-92 of copending 6 340. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Conclusion 

Claims 46-48 and 86 (i.e. all claims under consideration in the instant office action) 
are rejected. No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James H. Alstrum-Acevedo whose telephone number is (571) 
272-5548. The examiner can normally be reached on M-F, 9:00-6:30, with every other Friday 
off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann Richter can be reached on (571) 272-0646. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

James H. Alstrum-Acevedo, Ph.D. 
Patent Examiner 
Technology Center 1600 




Johann Richter, Ph. D., Esq. 
Supervisory Patent Examiner 
Technology Center 1 600 



